
 
 
VIA FACSIMILE--CONFIRMATION FIRST CLASS MAIL 
 
May 11, 2006 
 
Mr. Ken Trevino, Chief Executive Officer 
CORPUS CHRISTI CHAMBER OF COMMERCE FOUNDATION 
1201 N. Shoreline Blvd. 
Corpus Christi, TX 78401 
 
Re: Unauthorized Use of the I♥NY® Trademark 
 
Dear Mr. Trevino: 
 
CMG Worldwide, Inc., (“CMG”), is the exclusive, worldwide agent for the New York 
State Department of Economic Development (“NYSDED”), a New York State agency, 
proprietor of certain trademark rights and the right of association and sponsorship in and 
to the I♥NY® trademark.  As such, CMG pursues and prosecutes all claims and causes 
of action arising out of, or relating to, the unauthorized use of the I♥NY® trademark.  
 
Enclosed is evidence that the Corpus Christi Chamber of Commerce Foundation, 
through its Leadership Corpus Christi Program, has utilized the I♥NY® trademark in 
association with the I Love My Corpus Christi city promotional campaign and t-shirts 
without the necessary permission from our client.  Be advised that such unauthorized 
use is in contravention to the aforementioned rights and will not be tolerated.   
 
This letter therefore represents a formal demand that the Corpus Christi Chamber of 
Commerce Foundation immediately cease and desist any and all unauthorized use of 
the I♥NY® trademark.  Be advised that a fee will be required to absolve your company 
for the unauthorized use of our client’s trademark that has already occurred.   
 
We will expect your acknowledgment and response within five days of your receipt of 
this letter, confirming your willingness to cease and desist all use of the I♥NY® 
trademark in association with your business.  In addition, we request that Corpus Christi 
Chamber of Commerce Foundation provide an accounting detailing any monies 
collected from items sold or distributed featuring the I♥MY CC mark, as well as both the 
retail and wholesale prices of these items. 
 
Should you fail to comply with our request, be advised that CMG is prepared to utilize all 
legal avenues available to ensure that our client is disassociated from your company and 
that it is fairly compensated for any and all past use. 
 
Nothing contained herein or omitted herefrom constitutes a waiver of any of the rights or 
remedies at law or in equity of the New York State Department of Economic 
Development, and CMG Worldwide, Inc., all of which are hereby expressly reserved. 
 
Respectfully, 
 
 



 
Coti Edwards, Esq., Legal Counsel 
 
cc:   Jonathan Faber, Esq., President 
        New York State Department of Economic Development 
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VIA FACSIMILE 
CONFIRMATION FIRST CLASS MAIL 
 
June 1, 2006 
 
Mr. John D. Bell 
WOOD, BOYKIN & WOLTER, P.C. 
615 North Upper Broadway, Suite 1100 
Corpus Christi, TX 78477-0397 
 
Re: Unauthorized Use of the I♥NY® Trademark 
 
Dear John: 
 
I am in receipt of your letter of May 24, 2006.  While we appreciate your prompt 
response, the legal landscape of this situation is more involved than your analysis 
reflects.  This letter is offered to assist your understanding of the legal implications of the 
Corpus Christi Chamber of Commerce Foundation’s (hereinafter “CCCCF”) use of the 
I�NY® trademark and to propose a resolution which is fair to all parties.   
 
The I♥NY® mark and brand is one of the most famous and recognizable trademarks in 
the world.  It has been heralded as one of the 24 greatest corporate logos of all time 
(See CNN.com/Travel, Tourism slogans: They still “Love New York,” May 14, 2002.)  
The I�NY design is founded upon extensive Federal trademark registrations, elaborate 
licensing campaigns, and a vigilant policing system that prevents entity such as the 
CCCCF from appropriating this valuable mark and the related intellectual property 
rights.   
 
It seems incongruous, if not ironic, that the young business men and women of 
Leadership Corpus Christi Class 34 would elect by committee to take an established 
trademark of New York State, change it in a minimal way to the extent to inject the 
Corpus Christi identity into the mark, then hold that design out as a symbol for Corpus 
Christi.  We do not have to get into the details of this aspect of the situation, as we are 
willing to look past it in context of a settlement arrangement; however, the point is worth 
noting as it would seem to contradict the very essence of a Chamber of Commerce 
section seeking to distinguish its city.   
 
There is no reasonable debate but that the CCCCF built its campaign around the I�NY® 
mark.  In fact, there is nothing unusual about this situation to the extent that almost every 
infringement we deal with involves a company that is seeking to siphon or otherwise 
appropriate the value and goodwill of our client’s mark.  The “I♥MY CC” campaign only 
works in context of an immediate familiarity with I�NY®.  The similar examples provided 
in your letter merely demonstrate the popularity of the I�NY® trademark and that many 
entities, including the CCCCF, are willing to trade on the goodwill of New York’s most 
famous brand.  Your examples do nothing to resolve the liability that has attached to the 
CCCCF.   
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As a general rule, an accused infringer may not claim that it must be excused from 
infringement simply because others are guilty of the same wrong (Intell. Prop. L. Bus. 
Law. § 10.4.3 (2005 ed.) citing  National Lead Co. v. Wolfe, 223 F.2d 195, 204 (9th 
Cir.1955); Playboy Enterprises, Inc. v. Chuckleberry Publishing, Inc., 486 F.Supp. 414, 
423 n. 9 (S.D.N.Y.1980), aff'd, 687 F.2d 563 (2d Cir.1982); Century 21 Real Estate Corp. 
v. Sandlin, 846 F.2d 1175, 1181 (9th Cir.1988) (discovery regarding other infringers is 
irrelevant to the issue of likelihood of confusion).  For confidentiality reasons, we will not 
disclose the identities of entities with which we have settled infringing uses.  Suffice it to 
say that there are thousands of companies that we have pursued as infringers, and we 
police against unauthorized uses of this mark on a daily basis.   
 
In addition to the various Federal trademark registrations and common law trademark 
rights, you should also be aware that the NYSDED owns the copyright to the I�NY 
design.  The NYSDED therefore possesses the exclusive right to create derivative works 
of their I�NY design.  As such, the CCCCF is in violation of the NYSDED’s copyright 
interests, as well as its trademark rights, through its appropriation of the I�NY® into its 
I�MY CC product and logo.   
 
You should also consider that, assuming we would have approved the uses that the 
CCCCF makes of our client’s intellectual property, (which we would not have due to the 
directly competitive nature of the use), CCCCF was required to have a license from the 
owner of the intellectual property interests it utilized.  A license for this brand would 
typically involve an advance guarantee of $2,500, which is due prior to any sales taking 
place.  A licensor is not obligated to share risk with its licensee, and for this reasons, 
advance guarantees are customary in this industry.  As such, the very first issuance of 
your client’s design caused our client to lose the requisite licensing fees, and the use 
undermines the style guide and protocol of this brand as well as the value of all of our 
existing licensees who have operated and licensed this mark according to market value 
and our stringent licensing requirements. 
 
With all this in mind, I am prepared to propose a resolution that is proportionate and fair 
to all parties.  Based on our knowledge of this use and the extent of activity that has 
taken place, I believe we would be able to resolve this matter based on a settlement fee 
of $2,000.  Feel free to contact me by phone at (317) 570-5007 or by email at 
Leslie@CMGWorldwide.com if you have any questions.  I look forward to your 
response.   
 
Respectfully, 
 
 
Leslie W. Schickel 
Business & Legal Affairs 
 
cc:  Jonathan Faber, Esq., President 
       Coti J. Edwards, Esq., Legal Counsel 
       New York State Department of Economic Development 



 
Via Facsimile and First Class Mail 
 
September 22, 2006 
 
Mr. John D. Bell 
WOOD, BOYKIN & WOLTER, P.C. 
615 North Upper Broadway, Suite 1100 
Corpus Christi, TX 78477-0397 
 
Re: Unauthorized Use of the I♥NY® Trademark 
 
Dear John: 
 
Some time has passed since we last discussed our clients’ dispute.  In our 
correspondence of June 1, 2006, we offered a very reasonable settlement fee of $2000 
for the past use if your client agreed to immediately cease and desist its use of the New 
York State Department of Economic Development’s I♥NY® trademark in connection with 
its Leadership Corpus Christi Class 34 “I♥MYCC” promotional campaign.  When we last 
spoke, you were preparing to leave for a vacation, but told me that you would “send 
some emails” and get back to us.  That was on June 22, 2006.  We emailed you on 
August 15, 2006 and have yet to receive a reply.   
 
In June we suggested that your client act quickly, as the more time that passes, the 
more difficult it will be for the Corpus Christi Chamber of Commerce Foundation to 
discontinue the campaign.  Your unresponsiveness indicates that you may have 
interpreted that notion as a course of action that would work to the Foundation’s favor; 
actually, it will only serve to complicate settlement discussions and expose the 
Foundation to greater damages if it does not cease and desist the use of our client’s 
trademark.  As we have monitored the ongoing infringement, we have discovered that 
the use has proliferated to billboards, commercials, local business support, increased 
website traffic, etc.  As such, and considering the amount of time that has passed 
without a response from your client, we must revoke our settlement offer of $2000 and 
insist upon a one-time fee of $5000 in order to settle your client’s unauthorized use of 
the I♥NY® trademark.   
 
Our previous correspondence has clearly explained how your client’s actions have 
violated both the trademarks and copyrights held by the NYSDED.  We have attached 
our client list and some news articles which outline our expertise in the licensing 
industry.  We urge you and your client to consider the damages your client is exposed to 
if we are forced to litigate, which may include compensatory damages, treble damages, 
profits from the unauthorized use, rehabilitative advertising, and attorney's fees.  Should 
you fail to respond to this letter, we will have no choice but to inform our client of its 
available remedies.   
 
Feel free to contact me by phone at (317) 570-5007 or by email at 
Leslie@CMGWorldwide.com if you have any questions.  I look forward to your 
response.   
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Nothing contained herein or omitted herefrom constitutes a waiver of any of the rights or 
remedies at law or in equity of the New York State Department of Economic 
Development, and CMG Worldwide, Inc., all of which are hereby expressly reserved. 
 
Respectfully, 
 
 
Leslie W. Schickel 
Business & Legal Affairs 
 
cc:  Mark Roesler, Esq., Chairman & CEO 
       Coti J. Edwards, Esq., Legal Counsel 
       New York State Department of Economic Development 
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